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DETAILED ACTION 

1. Claims 1-19 have been canceled. 

Claims 20-27 are pending and being acted upon. 

2. Applicant's amendment, filed 9/22/03 has obviated the 
objection to the specification. 

3. In view of Applicant's Amendment and Remarks, filed 9/22/03, 
the previous rejections under the first paragraph of 35 U.S.C. 

112 for inadequate written description, and under the second 
paragraph of 35 U.S.C. 112, have been withdrawn. 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 20-27 are rejected under 35 U.S.C. 101 because the 
claimed invention is not supported by either a specific and 
substantial asserted utility or a well-established utility, for 
the reasons of record set forth in the Action mailed 6/17/03. 

Applicant arguments, filed 9/22/03, have been fully 
considered but are not found persuasive. Applicant argues that 
the polynucleotides of the instant claims have utility as 
markers for dendritic cells (DCs) because they are expressed only 
in DCs. 

A review of the specification discloses that the claimed 
polynucleotides are expressed in not only DCs, but also T cells, 

B cells granulocytes, and monocytes (page 77). Accordingly, the 
claimed polynucleotides cannot be considered to be DC markers. 

6. The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the 
invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to enable 
any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use the same 
and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

7. Claims 20-27 are also rejected under 35 U.S.C. 112, first 
paragraph. Specifically, since the claimed invention is not 
supported by a credible utility, for the reasons set forth above, 
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one skilled in the art would not know how to use the claimed 
invention so that it would operate as intended without undue 
experimentation, for the reasons of record set forth in the 
Action mailed 6/17/03. 

Applicant arguments, filed 9/22/03, have been fully- 
considered but are not found persuasive. Applicant argues that 
the claimed polynucleotides are enabled as DC markers. 

See the Examiner's response in Section 5 above. 

8. The following are new grounds of rejection necessitated by 
Applicant's amendment. 

9. Claims 20-21, 23, and 25-27 are rejected under 35 U.S.C. 

§ 112, first paragraph, as the specification does not contain a 
written description of the claimed invention, in that the 
disclosure does not reasonably convey to one skilled in the 
relevant art that the inventor(s) had possession of the claimed 
invention at the time the application was filed. This is a new 
matter rejection. 

The specification and the claims as originally filed do not 
provide support for the invention as now claimed (note that the 
new matter portion of the claims in underlined), specifically: 

A) In Claim 20, a polynucleotide encoding a polypeptide 
comprising amino acids 1-219 of SEQ ID NO: 8. 

B) In Claim 21, the polynucleotide of claim 20 comprising 
nucleotides 111-767 of SEQ ID NO:7. 

C) In Claim 23, the polynucleotide of claim 22 comprising 
nucleotides 45-767 of SEQ ID NO: 7. 

Applicant's amendment, filed 9/22/03, indicates that no new 
matter has been added. However, a review of the specification 
reveals no support for the partial sequences of the new claims. 

10. No claim is allowed. 

11. Applicant's amendment necessitated the new ground(s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 
C.F.R. 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS of 



Serial No. 09/994,444 
Art Unit 1644 


4 


the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will expire 
on the date the advisory action is mailed, and any extension fee 
pursuant to 37 C.F.R. 1.136(a) will be calculated from the 
mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from 
the date of this final action. 

12. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Dr. Gerald 
Ewoldt whose telephone number is (703) 308-9805 The examiner can 
normally be reached Monday through Thursday from 7:30 am to 5:30 
pm. A message may be left on the examiner's voice mail service. 
If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Christina Chan can be reached on (703) 
308-3973. 

Please Note: inquiries of a general nature or relating to 
the status of this application should not be directed to the 
Examiner but rather should be directed to the Technology Center 
1600 Customer Service Center at (703) 308-0198. 


G.R. Ewoldt, Ph.D. 
Primary Examiner 
Technology Center 1600 


G.R. EWOLDT, PH.Dt 
PRIMARY EXAMINER 



